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REMARKS 

The Office Action dated April 04, 2008, rejected claims 1, 4, 6, 10-12, 15-18, 20 
and 25-28 under 35 U.S.C. § 103(a) as being unpatentable over Ollikainen (U.S. Patent 
Publication No. 2003/0074475 A1) in view of Ndili (U.S. Patent Publication No. 
2002/0161928 A1). 

I. The rejections under 35 U.S.C. § 103(a) are clearly erroneous because the 
combination of cited references fails to teach or suggest a proxy server configured 
to generate and transmits navigation aid . 

The Office Action, at pages 3-4 and 6-7, asserts that regarding independent 
claims 1,6, 11, 15, 16, 17 and 28, Ndili discloses a proxy server configured to generate 
a navigation aid and transmit said navigation aid. However, Ndili at 0084 indicates 
that the next segment may be indicated with a user-interactive feature (icon) to show 
the availability of a next segment and that if a next segment is a last segment, then the 
last segment is signaled to mobile device as the last segment. No where does Ndili 
teach or suggest that the user-interactive feature (icon) disclosed therein is generated 
and transmitted. The Office Action fails to provide a basis in fact and/or technical 
reasoning to reasonably support the determination that the alleged characteristic 
necessarily flows from the teachings of the applied references, The fact that the last 
segment is 'signaled 1 to the mobile device as the last segment, as disclosed in % 0084 of 
Ndili, does in no way disclose or suggest a proxy server configured to generate a 
navigation aid and transmit said navigation aid to a wireless communication device. 

The Assignee's Response dated November 19, 2007 (hereinafter the 
"Response") demonstrated at page 19 that even if the combination of Ollikainen and 
Ndili is proper, which it is not, the Ollikainen-Ndili combination does not teach or 
suggest a proxy server configured to generate a navigation aid and transmit a viewable 
segment and said navigation aid, as claimed. Claim 1 further recites that the navigation 
aid is selectable. The Application at U 0037 indicates that the wireless communication 
device processing application encodes and transmits a viewable segment to the 
wireless communication device, along yyjth a navigational aid. 



Page 2 of 5 



Application Serial No. 10/071,936 
Pre-Appeal Brief dated June 25, 2008 
Response to Office Action mailed April 04, 2008 

MPEP §2141 provides that to establish a prima facie case of obviousness under 
35 U.S.C 103(a) an examiner is required to resolve factual inquiries according to 
Graham v. John Deere Co., 383 U.S. 1,17 (1966). The requirement of resolving these 
factual inquiries was recently reiterated by the Supreme Court in KSR Int'l Co. v. 
Teleflex, Inc., (CITE) 82 USPQ2d 1385 (2007). Among these factual inquiries, an 
Examiner must accurately determine the scope and content of the prior art. See MPEP 
§2141{il.A.). In the present application, the Office Action errs in determining the content 
of the reiied-upon references, in particular, neither Ollikainen nor Ndili describe a proxy 
server configured to generate and transmit a navigation aid. 

"[Rejections on obviousness cannot be sustained by mere conclusory 
statements; instead, there must be some articulated reasoning with some rational 
underpinning to support the legal conclusion of obviousness." KSR International Co. v. 
Teleflex Inc., 82 USPQ2d 1385, 1396 (U.S. 2007) quoting In re Kahn, 441 F.3d 977, 
988, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006). However, the Office Action fails to 
identify any portion of either Ollikainen or Ndili that describes a proxy server configured 
to generate and transmit a navigation aid. Thus, the rejections of independent claims 1 , 
6, 11, 15, 16, 17 and 28 iack any articulate reasoning to sustain the findings of 
obviousness. 

To establish that missing descriptive material is inherent, the "evidence must 
make clear that the missing descriptive matter is necessarily present in the thing 
described in the reference, and that it would be so recognized by persons of ordinary 
skill." Continental Can Co. USA v. Monsanto Co., 948 F.2d 1264, 1268, 20 USPQ2d 
1746, 1749 (Fed. Cir. 1991). "In relying upon the theory of inherency, the examiner 
must provide a basis in fact and/or technical reasoning to reasonably support the 
determination that the allegedly inherent characteristic necessarily flows from the 
teachings of the applied prior art." Ex parte Levy, 17 USPQ2d 1461 , 1464 (Bd. Pat. App. 
& Inter. 1990) (emphasis in original); see, also, MPEP § 2112, IV. The Office Action 
fails to provide any technical rationale to support a suggestion that Ndili, alone or in 
combination with Ollikainen, inherently describes a proxy server configured to generate 
and transmit a navigation aid. 
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Ollikainen and Ndili cannot be properly combined because there exists no 
reasonable expectation that the combination wouid yield the claimed invention. Prior art 
can be modified or combined to reject claims as prima facie obvious as long as there is 
a reasonable expectation of success. In re Merck & Co., inc., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986); see also MPEP 2143.02. Ollikainen and Ndili, in 
combination, at best may teach or suggest generating and transmitting a signal to a 
mobile device where a user-interactive feature (icon) resides that is used to indicate a 
next segment. However, since a combination of Ollikainen and Ndili does not result in a 
proxy server configured to generate and transmit a navigation aid viewable at a wireless 
communication device, as claimed, the Office Action fails to establish a prima facie case 
of obviousness. 

Based on the above remarks, the Office Action assertions are clearly erroneous 
because the combination of cited references fails to disclose the limitations and features 
of independent claims 1, 6, 11, 15, 16, 17 and 28. Therefore, claims 1,6, 11, 15, 16, 17 
and 28, and the dependent claims that depend from 1, 6, 11, 15, 16, 17 and 28 are 
patentable over the references. 

II. The rejections under 35 U.S.C. § 103(a) are clearly erroneous because the Office 
Action errs in determining the scope and content of the prior art. 

Claim 25, which depends from independent claim 17, describes generating a 
menu with a wireless communication device, wherein the menu includes a plurality of 
menu items, where the menu items include an integration and application programming 
interface (API) tools menu item, a technical services menu item, and a gateway services 
menu item. Claim 25 further describes the menu to include a plurality of menu items 
selectable with an input device included in said wireless communication device. In 
other words, the integration and application programming interface (API) tools menu 
item is a selectable menu item that is included in said wireless communication device. 
The Office Action asserts that the combination of Ollikainen and Ndili show all the 
features of claim 25. However, neither Ndili nor Ollikainen, alone or in combination, 
teach or suggest the menu items and their combination as recited in claim 25. 
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Ndili, at fflf 0136-0137, 0145-0146, 0149 and 0151 and Figure 11, describes an 
operator-interface available to operators to provide solutions for mobile devices that with 
selection fields that include user-interactive features such as menus. No where does 
Ndili teach or suggest that the operator-interface is a menu generated with a wireless 
communication device, wherein the menu includes a plurality of menu items, where the 
menu items include an integration and application programming interface (API) tools 
menu item, a technical services menu item, and a gateway services menu item. Thus, 
Ndili, alone or in combination with Ollikainen, does not teach or suggest all the features 
of claim 25. For at least the above reasons, claim 25 is patentable over the references. 

Conclusion 

The 35 U.S.C. § 103(a) rejections are improper and clearly erroneous, and the 
references, alone or in combination, fail to teach or suggest all the limitations and 
features of the pending claims. For at least the above reasons, Assignee respectfully 
requests review of the final rejection directed against the current application and 
withdrawal of the rejections against the claims. 

Respectfully submitted, 

tin- 

Robert D. Summers Jr. 
Registration No. 57,844 
Attorney for Assignee 
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